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) Attorney Docket: 08631.0007
’
IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
TRADEMARK TRIAL AND APPEAL BOARD

DALLAS BASKETBALL LIMITED, )
)
Opposer, )
)  Opposition No. 91156064
V. )
)  Serial No. 76/165,865
JOHN JACOB CARLISLE, ; Mark: DEEP 3 A A
Applicant. )
) , 02-20-2004
-S. Patent & TMOe/TM Mail Rept Dt #78
APPLICANT’S MOTION F&OR SUMMARY JUDGMENT
EXHIBIT A SUBMITTED UNDER SEAL

Applicant John Jacob Carlisle (“Applicant”) moves for summary judgment pursuant to
Fed. R. Civ. P. 56(a) and Trademark Rule 2.127(e), and requests that the Board dismiss the
opposition with prejudice and issue a Notice of Allowance for Application Serial No. 76/165,865
for the mark DEEP 3.

Opposer Dallas Basketball Limited cannot establish any facts supporting its sole charge
in the notice of opposition, namely, that Applicant lacked a bona fide intent to use Applicant’s
Mark when Applicant filed his application. As the undisputed facts demonstrate, Applicant has

sold clothing bearing the DEEP 3 trademark and thus has made actual use of the mark.

' Applicant attaches Exhibits A-D to this motion. Applicant requests that the Board keep Exhibit A, the
declaration of John Jacob Carlisle together with Exhibits|1-6 of that Declaration under Seal, pursuant to
the parties’ protective order. Several statements in the Carlisle declaration and several documents
submitted in support of those statements contain information deemed “highly confidential” under the

parties’ protective order.
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Nor can Opposer establish any facts supporting its alternative theory that Applicant could
not have had a bona fide intent to use its mark at the time of filing because Applicant was not the
proper owner of the mark at that time. Even if the Board accepts Opposer’s tortured argument
that its notice of opposition plead this theory, the undisputed facts establish that Applicant was
the owner of the DEEP 3 mark on November 16, 2000, the application filing date. Applicant’s
decisions to seek help from his friends, Dan Meckel and Jim Hajdukovich, as his business grew,
and later to incorporate as Deep 3, Inc., do not undermine the veracity of his declaration upon
filing his application that he was entitled to use the mark in commerce, and that he had a bona
fide intention to use the mark in commerce as| of the application filing date.

Accordingly, Applicant is entitled to summary judgment and the registration of its mark
on the Principal Register. .
L STATEMENT OF UNDISPUTED FACTS

A. Applicant’s Selection of Applicant’s Mark

Applicant’s inspiration for his DEEP 3 c¢lothing line came in 1998, when he was a student
attending the University of Alaska. During a discussion about the success of the AND 1 brand of
sports clothing, Applicant and two basketball team members, Jim Hajdukovich and Dan Meckel,
talked about how DEEP 3, which is another well-known basketball phrase, would be a great
brand name for sports clothing. (Ex. A, Carlisle Dec. at § 1.) As the men were still students,
none pursued this idea further. They did not form any sort of business entity or partnership, even

on an informal basis. They made no promises or commitments to each other to operate as a

partnership. (Ex. A, Declaration of John Jacob Carlisle (“Carlisle Dec.”) at § 2.)
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In October 2000, having gained practical experience in graphic design and marketing
during a job with a graphics design company, Applicant returned to the idea of selling clothing
under the brand DEEP 3 and started sketching logos. (Ex. A, Carlisle Dec. at 9 3, 4.)

Within a month, Applicant received a call from Dan Meckel, who was working for The
Hoop, a basketball facility in Salem, Oregon, Applicant mentioned that he had been designing
DEEP 3 logos. Meckel advised Applicant that he would like to buy some DEEP 3 shirts for the
facility and local teams. Applicant agreed to sell Meckel DEEP 3 t-shirts. (Ex. A, Carlisle Dec.
atq6.)

Having a first sale in hand, Applicant felt he should formalize his business and protect his
rights. He researched registering as a sole proprietorship and filed an Assumed Name Certificate
with the State of Texas on November 13, 2000, (Ex. A, Carlisle Dec. at § 8.) Applicant also
filed an intent-to-use application on November |16, 2000 to register his DEEP 3 mark with the
United States Patent and Trademark Office. That application was assigned Serial No.

76/165865, and is the subject of this proceeding, (Ex. A, Carlisle Dec. at § 7.)

Applicant also instructed Jim Hajdukovi¢ch, who was by this time was not just a friend but
Applicant’s brother-in-law, to register a DEEP 3|domain name for Applicant. Hajdukovich’s
wife, Michelle Hajdukovich, worked for a web hosting company and was familiar with the
domain name registration process. Hajdukovich registered deep3.net for Applicant and
Applicant paid Hajdukovich for the cost of that domain name registration. (Ex. A, Carlisle Dec.
aty9.)

On December 1, 2000, Applicant placed hi

first order for t-shirts screen printed with the

DEEP 3 mark. As the vendor’s invoice reflects, Applicant placed the order personally and the
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order was shipped to Applicant. Applicant|paid for that order with a check from his personal
checking account. (Ex. A, Carlisle Dec. at 4 10.) A few days later, on December 5, 2000,
Applicant made his first sale of shirts bearing his DEEP 3 mark to The Hoop, a retail store in
Salem, Oregon. All receipts from that sale came to Applicant alone. (Ex. A, Carlisle Dec. at
99 11, 12)
Applicant’s sales of DEEP 3 brand clpthing began to grow in 2001, through his own sales
efforts and through the assistance of Hajdukovich and Meckel. During these early months,
Hajdukovich and Meckel’s involvement was solely as friends and advisors, not business
partners. They were not paid for their work, they did not receive any receipts for sales of
clothing under the DEEP 3 mark, and they did not have any ownership in the business. (Ex. A,
Carlisle Dec. at 9 13, 14.)
As the business grew, Hajdukovich and/Meckel took on more responsibilities, including
working with Applicant to locate suppliers and customers, and to prepare a business plan.
Eventually, Applicant, Hajdukovich and Meckel chose to formalize their relationship and
incorporated as Deep Three Inc. on January 14, 2003. (Ex. A, Carlisle Dec. at g 15, 16.)
Applicant has sold clothing bearing his DEEP 3 mark continuously, from the time of his

first sale in December 2000 through the present. |(Ex. A, Carlisle Dec. at §17.)

B. Applicant’s Filing a Trademark|Application for Applicant’s Mark

Applicant filed his DEEP 3 application with the Trademark Office on November 16,
2000. Applicant signed the application in his own name and paid the required official filing fee

with a personal check. Applicant also filed the application pro se. (Ex. A, Carlisle Dec. at § 18.)
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A non-final office action issued on May 4, 2001, to which Applicant responded in early
June 2001. The Trademark Office, however, never received Applicant’s response, and deemed
the application abandoned on January 12, 2002 for failure to respond. Applicant discovered this
abandonment designation only when he checked the application’s status on May 31, 2002; he did
not receive a Notice of Abandonment from the Trademark Office. (Ex. A, Carlisle Dec. at {9 19,
20.)
Immediately upon learning of the abandonment, Applicant requested reinstatement. Still
acting without counsel, Applicant soﬁght the assistance of his friend Jim Hajdukovich, to file that
request. Concerned that the request was not sufficient, however, Applicant quickly contacted
trademark counsel, to get further assistance. Applicant’s counsel filed a supplement to the first
reinstatement request on July 11, 2002. The Trademark Office granted the reinstatement request

on September 29, 2002. (Ex. A, Carlisle Dec. at Y 20, 21.)

IL. ARGUMENT
A. Standard for Summary Judgment

“[The purpose of summary judgment islone of judicial economy, namely, to save the
time and expense of a useless trial where no genuine issue of material fact remains and more
evidence than is already available in connection With the motion... could not be reasonably
expected to change the result.” University Book Store v. University of Wisconsin Board of
Regents, 33 U.S.P.Q.2d 1385, 1389 (TTAB 1994). A party is entitled to summary judgment

when it has demonstrated that there are no genuing issues as to any material fact, and that it is

entitled to judgment as a matter of law. Celotex Corp. v. Catrett, 477 U.S. 317 (1986).
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As stated by the Supreme Court, “the motion...should...be granted so long as whatever is
before the [Board]...demonstrates that the standard for entry of summary judgment, as set forth
in Rule 56(c), is satisfied.” Celotex, 477 U.S. at 323. A factual dispute is genuine only if, on the
evidence of record, a reasonable fact finder ¢could resolve the matter in favor of the non-moving
party. Opryland USA Inc. v. Great American Music Show Inc., 23 U.S.P.Q.2d 1471 (Fed. Cir.
1992); Olde Tyme Foods Inc. v. Roundy's Inc,, 22 U.S.P.Q.2d 1542 (Fed. Cir. 1992).

Opposer “may not rest on mere denials or conclusory assertions, but rather must proffer
countering evidence...that there is a genuine dispute for trial.” TBMP § 528.01 and Fed. R. Civ.
P. 56(e). In this particular dispute, Opposer must come forward with evidence to support its
assertion that Applicant did not have a bona fide intent to use Applicant’s Mark when he filed his
application. Moreover, Opposer’s evidence must be sufficient enough that the Board could
reasonably find in favor of Opposer at final heating. Anderson v. Liberty Lobby, Inc., 477 U.S.
242,252 (1986).

B. The Undisputed Facts Show that Applicant had a Bona Fide Intent to
Use Applicant’s Mark at the Ti

The Notice of Opposition makes only one charge against the registration of Applicant’s
mark: “Additionally, Opposer contends that Applicant failed to have a bona fide intention to use
his mark in commerce when Applicant filed its intent-to-use application.” (Ex. B, Notice of
Opposition at § 5).

Applicant urges the Board to read that allegation in its simplest and most obvious sense,
namely, as an allegation that Applicant never intended to use his DEEP 3 mark when he filed his

application on November 16, 2000. Such a readingiis the only fair interpretation of Opposer’s
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claim, 1n light of the requirement that a pleading give an opponent fair warning of the basis for
the plaintiff’s complaint.
Indeed, this appears to be the reading the Board agreed upon in its ruling on Applicant’s
Motion for a More Definite Statement and to,Suspend, where the Board concluded that the
allegations of Paragraph 5 “are sufficient for a pleading that applicant did not have a bona fide

intention to use the mark in commerce when he filed the application.” (Ex. C, Board’s August
19, 2003 Order at 3.)
Determining that Paragraph 5 of the Notice of Opposition challenges only the bona fides
of Applicant’s intent to use the DEEP 3 mark at the time he filed the application also enables the
Board to grant summary judgment to Applicant, because Opposer cannot sustain such a claim in

the face of the undisputed facts of this case, which demonstrate that:

e By the time Applicant filed his application with the Trademark Office, he already had
a sale of DEEP 3 shirts pending to Dan Meckel’s college basketball team in Oregon.

e By the time Applicant filed his application with the Trademark Office, he had already
established a sole proprietorship under Texas state law, through which he would

operate his business.

¢ By the time Applicant filed his application with the Trademark Office, he had already
taken steps to register the domain n

e Applicant actually used his DEEP 3 mark in interstate commerce within one month of
filing his intent-to-use application, when he sold shirts bearing the mark to The Hoop
in Salem, Oregon from Applicant’s home in Texas.

e Applicant has sold clothing bearing his{DEEP 3 mark continuously since his first sale.

These undisputed, objective facts leave no question that Applicant filed his application in

good faith. These activities fall squarely within the types of activities set forth in Trademark

Rule 2.89(d) that evidence efforts to use a mark in commerce, namely, “product or service
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research or development, market research, manufacturing activities, promotional activities, steps
to acquire distributors, steps to obtain governmental approval, or other similar activities.”

These activities also remove this case|from the class of cases where an applicant can

prove only its subjective intent to use a mark, see, e.g., Lane Ltd. v Jackson Int’l Trading Co., 33

U.S.P.Q.2d 1351 (TTAB 1994) (finding an applicant’s mere statement of an intent to use too
subjective to support the requirement for a bona fide intent to use). Here, Applicant took
concrete steps immediately before and after filing his application for DEEP 3 to set up a business
entity, to develop a marketing channel on the Internet for his products bearing the mark, and to
sell products bearing the mark. And unlike thelapplicant in Commodore Elecs., Ltd. v. CBM
K.K.,26 U.S.P.Q.2d 1503, 1507 (TTAB 1993), ithis Applicant has produced documents

establishing his concrete steps to use his DEEP B mark immediately before and after filing his

application with the Trademark Office.
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C. The Undisputed Facts Show that Applicant Was the True Owner of
the DEEP 3 Mark on the Application Filing Date

In its opposition to Applicant’s Motion for a More Definite Statement and to Suspend,
Opposer urged the Board to a broader reading of Paragraph 5 of the Opposition Notice, arguing
that its allegation challenged Applicant’s bona fide intent-to-use because “Applicant was not the
true owner of the mark as of the filing date of{ the application.” (Ex. D, Opposer’s Brief at 2.)
Applicant urges the Board to reject this tortured reading of Opposer’s pleading, as it certainly
cannot be characterized as providing “enough detail to give the defendant fair notice of the
basis” for the claim, a standard the Board required in its ruling on Applicant’s Motion. (Ex. C,
Board’s August 19, 2003 Order at 2.)

Even if the Board accepts such a reading of an otherwise simple sentence, the Board
should grant summary judgment to Applicant, as no factual support exists for its allegation. As
detailed above, all of the facts surrounding Applicant’s adoption and design of the DEEP 3 mark
and earliest sales of clothing under the DEEP 3 mark, including the first sale of clothing under
the DEEP 3 mark, support Applicant’s claim that he, as an individual, was the sole owner of the

DEEP 3 mark when he filed his application on November 16, 2000:

e In October 2000, Applicant prepared the graphic design depicted in the pending
application, no more than one month before he filed his application.

e On November 13, 2000, Applicant established himself as a “sole proprietorship”
under the State law of Texas, where he was living when he filed this application.

e Applicant paid Jim Hajdukovich for registering deep3.net as a domain name for
Applicant on November 13, 2000.

e On November 16, 2000, Applicant incurred the expense of the trademark application
filing fee, which he paid for with a personal check.
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e In December 2000, Applicant incurred the expense of ordering the shirts he would
use to make his first sale of clothing under his DEEP 3 mark.

e Applicant received the proceeds from the sale of DEEP 3 brand shirts to The Hoop, as
reflected in his federal income tax filing for 2000.

e Jim Hajdukovich and Dan Meckellacted as friends in assisting Applicant’s early

efforts to get his new business off the ground, but received no compensation or
ownership interest in the business in exchange for their assistance.

These facts demonstrate that, without question, Applicant acted as an individual in
starting the business of selling clothing under the DEEP 3 mark. The assistance of his friends
Dan Meckel and Jim Hajdukovich in later helping Applicant’s business did not endow them with
any ownership rights in the business or its key asset, the DEEP 3 trademark. All of Meckel and
Hajdukovich’s actions on Applicant’s behalf took place after Applicant’s application filing date,
except for Hajdukovich’s registration of the deep3.net domain name. However, Applicant paid
Hajdukovich to register the domain name for him and, accordingly, Applicant claimed that
expense on his individual tax return for 2000.

Applicant fully intended to start his business on his own in November 2000. Only after
Applicant filed his application, and as his business grew, did Dan Meckel and Jim Hajdukovich
become involved in the development, marketing and sale of clothing under the DEEP 3 mark.

That Applicant’s business grew and evolved over time into a corporation in no way negates the

fact that, at the start (namely, as of his application filing date), Applicant acted alone.

-10-
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III. CONCLUSION

In view of the foregoing, Applicant respectfully requests that its motion for summary
judgment be granted, that the opposition be dismissed with prejudice, and that a Notice of
Allowance issue for the mark DEEP 3, Application Serial No. 76/165,865.

espectfully submitted,

Dated: February 20, 2004

GAN, HENDERSON, FARABOW,
TT & DUNNER, L.L.P.

1300 I Street, N.W.

Washington, D.C. 20005-3315

(202) 408-4000

Counsel for Applicant

-11 -




CERTIFICATE OF SERVICE

I certify that a true and accurate copy of the foregoing APPLICANT’S MOTION FOR
IN SUPPORT OF MOTION, AND
ACCOMPANYING EXHIBITS, were served by first class mail, postage prepaid on this 20™ day
of February 2004, upon counsel for Applicant;
Molly Buck Richard
Thompson & Knjght LLP
1700 Pacific Avenue

Suite 3300
Dallas, Texas 75201-4693

SUMMARY JUDGMENT, DECLARATIO



DALLAS BASKETBALL LIMITED,
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Opposition No. 91156064
V.
Serial No. 76/165,865
JOHN JACOB CARLISLE, Mark: DEEP 3

Applicant.

g’ g’ g g ey “nmt’ g gyt ey “wamy’

Applicant’s Exhibit B




- MAY.27.2083 11:06AM .
. , v ‘

03/30/2002 ROTRRUHS V04ODITL T0LENMAY
01 FoabARR

vyt

‘ NO.732  P.2/13

3 ) 03-06-2008
. IN THE UNITED STATES PATENT AND TRADENurapas oo TUR w0419
BEFORE THE TRADE TRIAL AND APFEKML\SO.KRD"“
In re Application of John Jacob Carliste
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Ansirtant Commissioner for Trademaris
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Dellas Baskethall Limited (*Opposcr"), a Texgg limited partnpeship (composed of Rdioal

Mavericks Manapement, LLC, & Texas limited liability company) having its principal place of
businegs at 2009 Taylor Street, Dallas, Texas 75226, believes thet it will be damaged by registration

of the mark shown in Application Serial No, 76/165,865 filed November 16, 2000 in Intornationa)
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1. Onor ahopt November 16, 2000, Applicant, John Jacal Crrlisle ("AppHeant") of
Fairoanks, Alasks, iled an intent-to-uss spplioption in the U.S. Patent and Trademark Office,

. Application Strial No. 76/165,865, secking regiatration on the Principal Repister of ths trademark

Yghirte, bnéebaﬂ caps, shorts, pants, socks, sweat
y shoes, wrist bands, head bands, winter sock hats,
"Visors, gloves and acarves™ as evidencsd by the publisation of ssid mack on page TM 296 in the
Felwyary 18, 2003 issue of the Official Gazette,
2 Opposer is applicant for the mark DEEP3, s'eriul No. 76/380,739, filed on March 8,

DEEP 3 & degign in Internstional Class 25
suits, jackets, sweatshirts, sweatpants, banduna

2002 in International Class 23 for “slothing and sportswear, namely, bosiery, footweat, Wwear,

underwes, bricf, pants, shirts, joans, tank topa, jerseys, shorts, pajemas, night shirts, men's suits,
sweprers, belts, ties, scarves, haty, warm-up suiss, jackets, parkas, coats, cloth bibs, headbands,

 wristbands, aprons, boxer shorts, slacks, oaps, ear muffs, gloves and myittens.”

3. Opposcr’s merk, Sexial No, 76/380,739, was originslly scheduled for publication on
Dgcember 31, 2002, but was refused by the Exomingr on Deceniber 30, 2002 due to the
teinstatement of Applicant's prior pending application, Serin} No. 76/165,865. Previously on
January 12, 2002, the 1.8, Patent and Trademark Office had rlgeordcd Applicant’s application Bs
ahandoned, but it mbsequently reinstated the Applicant's application on September 29, 2002.

4, Opposer filed its applicatinn on March 8, 2002, approximately two months following
poser asted with due diligence in confirming
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ote, Oppoger filed its applcation with s good
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| ' CORmEIOe, Acoordingly, Opposer has been and will be further damaged by its reliance on the Notice

of Publicarrlon. which was jssued to Opposer by the Patent and Trademark Office on December 11,
2002, Not only hes Opposer spent both time and money in preparation for the use of the mark, but
Qpposer will elso be denied registration of its mark if Applisaat's mark is allowed to register.

5,  Additionally, Opposer contends that Applicant fhiled to have a bona fide intentien

" to tise his mark $n commerce when Applicant filed its intent-to-nse application,

WHERERORE, Opposer believes that it would be damaged by said registration and prays
that gaid Application Seria! No, 76/165,865 be rajected, that no registration be issued thereonto
Applicant and that this Opposition be sustained in favor of Opposer,

A duplicate copy of this Notice of Qpposition and the statutory filing fee of $300,00 is

enplosed.
|

Respectfully submitted,
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700 Pacific Avenue, Suite 3300
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(214) 96941700
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UNITED STATES PATENT AND TRADEMARK OFFICE
Trademark Trial and Appeal Board '
2900 Crystal Drive

Arlington, Virginia 22202-3513

Mailed: August 19, 2003
Cpposition No. 91156064
Dallas Basketball Limited
V.

Carlisle, John Jacocb

Nancy L. Omelko, Interlocutory|Attorney:

John Jacob Carlisle ("applicant") filed an application
to register the mark "DEEP 3" and design for "shirts,
baseball caps, shorts, pants, socks, sweat suits, jackets,
sweatshirts, sweatpants, bandanas, shoes, wrist bands,
winter sock hats, visors, gloves and scarves." Registration
has been opposed by Dallas Basketball Limited ("opposer").

In lieu of an answer, applijcant filed (on June 18,
2003) a combined motion for a more definite statement and to
suspend. This case now comes up|for consideration of this
fully briefed combined motion.

Applicant argues that Paragraph No. 5 of the notice of
opposition, which reads in its entirety, “Additionally,
Opposer contends that Applicant failed to have a bona fide
intention to use his mark in commerce when Applicant filed

its intent-to-use application” is |“so vague and ambiguous




that applicant is unable to prepare a responsive pleading or

fairly formulate its defense”|; and asks that opposer be
required to amend its pleading to provide more detailed
information.
In response, opposer argues that the notice of
opposition, as it stands, meets the notice requirement of
the Federal Rules of Civil Procedure; and that applicant
should be able to admit or deny each of the allegations in
the notice of opposition without any further detailed
information from opposer.
We agree with opposer. A jnotice of opposition must
include (1) a short and plain statement of the reason(s) why
opposer believes it would be damaged by the registration of
the opposed mark (i.e., opposer!s standing to maintain the
proceeding), and (2) a short and plain statement of one or
more grounds for opposition. See 37 CFR § 2.104(a); and
Consolidated Natural Gas Co. v. CNG Fuel Systems, Ltd., 228
USPQ 752 (TTAB 1985).
The elements of a claim should be stated simply,
concisely, and directly. See FRCPR 8(e) (1). However, the
pleading should include enough detail to give the defendant
fair notice of the basis for each|claim. See McDonnell
Douglas Corp. v. National Data Corp., 228 USPQ 45 (TTAB

1985) . See also Harsco Corp. v. Electrical Sciences Inc., 9

USrQ2d 1570 (TTAB 1988), and Beth |A. Chapman, TIPS FROM THE




0

TTAB: Amending Pleadings: The Right Stuff, 81 Trademark Rep.

302 (1991).

After a careful review of the notice of opposition in
this case, we find that the allegations contained in
Paragraph No. 5 are sufficient for pleading that applicant
did not have a bona fide intention to use the mark in
commerce when he filed his application.

In view of the foregoing,| applicant's motion for a more
definite statement is denied. | Applicant’s motion to suspend

is granted to the extent that applicant is allowed until
thirty days from the mailing date herecof to submit its

answer to the notice of oppositiion. Furthermore, applicant

is allowed until twenty-five days to respond to any

outstanding discovery requests.| Otherwise, dates remain as

set in the Board’s institution ¢rder of April 23, 2003.
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to Applicant’s Motion for aMore Definite Statement

TFIAD

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADE TRIAL AND APPEAL BOARD

AR

DALLAS BASKETBALL LIMITED, §
| § 06-30-2003
OPPOScr § U.S. Patnt & TMOfCITM Mall Ropt Dt 2
§ _
" 3 Opposition No.: 91156064
§
JOHN JACOB CARLISLE, §
§
Applicant. §

Assistant Commissioner for Trademarks .
TTAB : on
2900 Crystal Drive T
Arlington, Virginia 22202-3514 -

SUSPEND PRO

BACKGR
Dallas Basketball Limited, Opposer in the above-referenced proceeding, files this Response
d Motion to Suspend Proceedings as follows:

1. John Jacob Carlisle, Applicant, filed Application Serial No. 76/165,865 for the mark
DEEP 3 & DESIGN and on March 6, 2003, Dallas Basketball Limited, Opposer, filed its Notice of
Opposition to said application. Applicant appears to concede Opposer’s standing to bring this action
and that Opposer has stated a claim upon which relief can be granted; however, Applicant claims that

the Board should order a more definite statement of the grounds for the opposition.




2. In the Notice of Opposition, Opposer states in paragraph number 5: “Additionally,

Opposer contends that Applicant failed to have a bona fide intention to use to use his mark in

commerce when Applicant filed his intent-to-use application.” Applicant’s counsel had contacted

counsel for Opposer requesting confirmation that the only ground for opposition was that the
Applicant failed to have a bona fide intent to use the mark in commerce when the application was
filed. By copy of the letter attached as Exhibit B to Applicant’s Motion, counsel for Opposer

confirmed that the only ground at this time is that the Applicant failed to have a bona fide intent to

use the mark in commerce when the application was filed. Thus, Opposer’s counsel stated in Exhibit

B that the application was not filed in the name of the true owner of the mark.
3. In its motion, Applicant submits that the allegations in paragraph number 5 of the
Notice of Opposition are so vague and ambiguous that Applicant cannot prepare a responsive
pleading or fairly formulate a defense.
4, Opposer submits that its pleadings are sufficient and that Applicant’s motion is not

well taken and should be denied.

A fair reading of Applicant’s motion establishes that Applicant is merely seeking discovery
in order to determine the information known to Oppaser which would establish that Applicant was
not the true owner of the mark as of the filing of the application. This is not permitted under therules
of the Trademark Trial and Appeal Board’s or the Federal Rules of Civil Procedure. Pursuant to
Section 505.01 of the TBMP, a motion for more definite statement may not be used to obtain
ay obtain is that which it needs to make its

discovery and the only information which a movant

responsive pleading. Due to the fact that Applicant merely needs to admit or deny the allegations




Itis not Opposer’s duty to provide the document

contained in the Notice of Opposition, if Applicant believes that he had a bona fide intent to use the
mark as of the filing date of the application, he merely needs to deny the allegations in paragraph 5.
evidence in Opposer’s possession to substantiate
the allegations in the Notice of Opposition.

Interestingly, Applicant does not challenge the fact that Opposer has stated a claim upon
which relief can be granted, rather Applicant states that Opposer has failed to provide the factual
details forming the basis for its claim. It is not necessary that Opposer provide detailed explanations
for the basis underlying the allegations in its Notice of Opposition.

In support of its contention that Opposer must specify the reasons for its claim in the Notice
of Opposition, Applicant cites Commodore Electronics 1.td. v. CBM Kabushiki Kaisha, 26 USPQ2d
1503 (TTAB 1993). That case did not involve a motion for more definite statement but rather it
involved a motion to dismiss for failure to state|a claim upon which relief can be granted or,
alternatively, for summary judgment. In that case, the opposer sought to amend its Notice of
Opposition to add a new ground, namely:

“Upon information and belief Applicant did not have a bona fide intention to use the mark

in commerce on the specified services when jt filed this and its other applications covering

CBM and JCBM for the many goods specified therein.” Id, at 1504.

The Board held that Opposer had stated a claim upon which relief could be granted and
further felt that there was a genuine issue as to maferial facts so that the motion for summary
judgment was denied. Accordingly, the Board granted the amendment set forth above which is very
similar to the allegation in the instant Notice of Opposition. Applicant has made it clear that it is not

contending that Opposer has failed to state a claim under Rule 12 (b)(6) but rather claims that the

statement in paragraph $ is too vague to prepare a meaningful responsive pleading. Pursuant to




TBMP Section 318.02(a), defendant need only to admit or deny each of the allegations contained in
the Notice of Opposition. Accordingly, if Applicant believes that he indeed had a bona fide intent
to use the mark at the time of the filing of the application, all Applicant need do is deny the
allegations contained in paragraph 5. Nothing further is required for Applicant to prepare and file
its answer and thus, Applicaht’s Motion for More Definite Statement should be denied.

With regard to Applicant’s request that this proceeding be suspended, Opposer respectfully
requests that this proceeding not be suspended since Applicant’s Motion for More Definite Statement

is not a potentially dispositive motion. There is no reasonable basis for delaying these proceedings

any further or delaying the discovery already served upon Applicant by Opposer.

Applicant’s Motion for More Definite Stat.

ent and Motion to Suspend Proceedings should
be denied on the basis that Opposer has stated the minimum grounds required under the Rules and
has stated a claim on which relief can be granted., Applicant is able to admit or deny all of the
allegations contained in the Notice of Opposition, including paragraph number 5, without any further
detailed information from Opposer. Itis evident that Applicant is merely seeking to obtain discovery
which is not the purpose of a Motion for Definite Statement. Further, it is evident that Applicant is
seeking to avoid legitimate discovery by requesting a suspension of these proceedings.
WHEREFORE, Opposer respectfully requests that Applicant’s Motion for a More Definite

Statement and Motion for Suspension be denied.
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